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Dear Sir: 

This appeal brief is submitted pursuant to the Notice of Appeal filed April 21, 2004 in 
connection with the present application. 

(1) REAL PARTY IN INTEREST 

The real party in interest is Walgreen Co., the assignee of rights in the present 
application via an assignment recorded in the United States Patent and Trademark Office at 
Reel 011859, Frame 0890. 

(2) RELATED APPEALS AND INTERFERENCES 

There are no related appeals or interferences. 
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(3) STATUS OF CLAIMS 

All claims in the application, claims 1-16 stand rejected. The claims are reproduced 
in the Appendix set forth below. 

(4) STATUS OF AMENDMENTS 

An Amendment In Response to Final Office Action was submitted on January 21, 
2004 in which claim 1 was amended. The Examiner indicated in the Advisory Action mailed 
February 12, 2004 that the Amendment was entered. Therefore, the claims presented in the 
Appendix indicate that all of the claims were previously presented to the Examiner and that 
no current amendments have been made subsequent to the Advisory Action. 

(5) SUMMARY OF INVENTION 

Although specification citations are inserted below in accordance with C.F.R. 
1.192(c), these reference numerals and citations are merely examples of where support may 
be found in the specification for the terms used in this section of the brief. There is no 
intention to in anyway suggest that the terms of the claims are limited to the examples in the 
specification. Although as demonstrated by the references numerals and citations below, the 
claims are fully supported by the specification as required by law, it is improper under the 
law to read limitations from the specification into the claims. Pointing out specification 
support for the claim terminology as is done here to comply with rule 1 . 1 92(c) does not in 
any way limit the scope of the claims to those examples from which they»find support. Nor 
does this exercise provide a mechanism for circumventing the law precluding reading 
limitations into the claims from the specification. In short, the references numerals and 
specification citations are not to be construed as claim limitations or in any way used to limit 
the scope of the claims. 

The invention, as defined in independent claim 1 and with reference to FIG. 1 , is a 
system for accessing pharmacy information and ordering prescriptions via a network 
connection. The system integrates an internet on-line pharmacy website (FIG. 2, 200) with a 
network server (106), an application server (108), an intranet server (112), and a customer 
database (110). This integration affords a user of the on-line website the ability to order 
prescriptions, wherein the prescription order is sent directly to a pharmacy store or a shipping 
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facility via network connections thereby eliminating the need for separate communications 
such as e-mail, facsimile, or telephony communication. 

The intranet server (1 12) is a network internal to the pharmacy company and links the 
locations of all pharmacy stores owned by the particular pharmacy company (page 4, lines 15 
and 20, page 5, line 3) as well as the shipping or distribution facilities (page 8, line 23, claims 
1 and 9) to the system. The integration of these components and entities enables website 
registration of a particular customer of the pharmacy company without accessing the on-line 
pharmacy website, therby effecting a "click-free" registration of customers. That is, a user 
may provide e-mail information to a particular store location of the pharmacy company, 
which in turn registers the user via the intranet connecting the pharmacy company locations. 
The invention also encompasses a method enabling one or more customers to order 
prescriptions and access pharmacy data via a network. 

(6) ISSUES 

Whether A Prima Facie Case of Anticipation Of Claims 1-16 Has Been Made When: 

A. Edelson completely fails to disclose a system that is connected to one 
or more shipping facilities; 

B. Edelson completely fails to disclose an application server that allows 
customers to access information concerning drugs and personal 
information concerning each respective customer; and 

C. Edelson completely fails to disclose enabling a customer to transmit a 
prescription order to either a member pharmacy or a shipping facility 
or both, so that a prescription drug associated with a prescription order 
is shipped from the shipping facility. 

(7) GROUPING OF CLAIMS 

Claims 1-16 stand or fall together. 

(8) ARGUMENT 

Independent claim 1 is set forth below: 

1 . A system for accessing pharmacy data and ordering 
prescriptions via a network comprising: 

a network server connected to the network that is 
accessible by one or more customers via the network; 

an application server connected to the network server; 
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a database connected to the application server, the 
database containing information concerning drugs and personal 
information concerning one or more of the customers ; and 

an intranet server that is connected to at least a 
plurality of member pharmacies and one or more shipping 
facilities , the intranet server being connected to the application 
server; 

wherein the application server is configured to allow 
each of the one or more customers to access the information 
concerning drugs and personal information concerning each 
respective customer of the one or more customers and enable 
each of the one or more customers to transmit a prescription 
order to either at least one of the plurality of member 
pharmacies or one of the one or more shipping facilities or 
both, so that at least one prescription drug associated with the 
prescription order is shipped from the one of the one or more 
shipping facilities . 

As should be apparent from the underlined and bolded sections above, claim 1 is 
directed to a system for accessing pharmacy data and ordering prescriptions via a network 
that includes an application server that allows customers to access information concerning 
drugs and personal information relevant to that specific customer, as well as enabling each of 
the customers to transmit a prescription order to either at least one of a plurality of member 
pharmacies or one of one or more shipping facilities or both, so that at least one prescription 
drug associated with the prescription order is shipped from the one of the one or more 
shipping facilities. 

It is respectfully submitted that Edelson does not disclose a system that is connected 
to one or more shipping facilities, and in particular, Edelson does not disclose an intranet 
server that is connected to at least a plurality of member pharmacies and one or more 
shipping facilities, nor does it disclose an application server that is configured to allow 
customers to access information concerning drugs and personal information concerning each 
respective customer and to enable each of the one or more customers to transmit a 
prescription order to either at least one of the plurality of member pharmacies or one of the 
one or more shipping facilities or both, so that at least one prescription drug associated with 
the prescription order is shipped from the one of the one or more shipping facilities. It is 
respectfully submitted that the Examiner bears the initial burden, on review of the prior art or 
on any other ground, of presenting a prima facie case of unpatentability, and that the 
Examiner has not met that burden in either the final Office Action or the Advisory Action. 
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Edelson generally discloses a professional data management system, and in particular, 
a computer-implemented prescription management system to assist physicians (not 
customers) in prescribing and reviewing drugs. It is respectfully submitted that the Edelson 
does not disclose an intranet server that is connected to at least a plurality of member 
pharmacies and one or more shipping facilities. 

Specifically, the paragraphs in Edelson identified by the examiner disclose: 

As referenced hereinabove, host computer facility 206 can 
comprise a client-server system in which a file server or 
database management server, or cluster of such servers, manage 
data storage and traffic functions, providing high volume data 
availability to multiple intelligent clients linked, typically over 
a local area network, to the server or servers. 

Exchanging data, programs and processing services across this 
system, user interface devices 200 and host computer facility 
206 support applications such as the prescription management 
system of the invention, E-Mail services and any other desired 
applications, for example patient encounter management 
programs, diagnostic procedure management programs, and the 
like, in an analogous manner to conventional client-server 
supported operation of such applications. 

Col. 45, lines 15-30. While the paragraphs cited by the Examiner and provided above, 
disclose a host computer facility 206 having a client-server system that provides high volume 
data availability to multiple intelligent clients linked over a local area network, the identified 
paragraphs, as well as the whole of Edelson, do not disclose an intranet server that is 
connected to even one shipping facility from which a prescription drug may be shipped. 

It is also submitted that Edelson does not disclose an application server that is 
configured to allow each of one or more customers to transmit a prescription order to either at 
least one of the plurality of member pharmacies or one of the one or more shipping facilities 
or both, so that at least one prescription drug associated with the prescription order is shipped 
from the one of the one or more shipping facilities. While Edelson discloses "dosing 
schedules 11 and "shipping schedules," nowhere does Edelson disclose allowing a customer to 
transmit a prescription order to either a pharmacy or a shipping facility or both. 1 And in 
particular, Edelson does not disclose enabling a customer to transmit a prescription order so 



1 The final Office Action did not point out in particular where Edelson discloses transmitting a prescription 
order to one of the one or more shipping facilities. If the Examiner disagrees with Appellants' statements of 
what Edelson does not disclose, he is respectfully invited to point out where such disclosure exists in Edelson, 
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that at least one prescription drug associated with the prescription order is shipped from a 
shipping facility. 

Additionally, it is submitted that Edelson does not disclose a system that includes a 
database containing personal information concerning one or more customers. Nor does 
Edelson disclose allowing one or more customers to access their personal information. While 
the system disclosed in Edelson assists physicians in prescribing and reviewing drugs, it does 
not disclose a database containing personal information concerning one or more customers. 
The examiner argues that in Edelson, "the professional using the system is capable of creating 
a prescription for him/herself." However, the examiner does not argue that Edelson discloses 
allowing the doctor to access a database that contains personal information about the doctor, 
which would be necessary if Edelson were to anticipate the claimed elements of claim 1 . Nor 
does such disclosure exist. 

Furthermore, the system for accessing pharmacy data and ordering prescriptions via 
the network as originally recited in amended claim 1 includes (1) a network server that is 
accessible by one or more customers, (2) a database that contains information concerning 
drugs and personal information concerning one or more of the customers, and (3) an 
application server that is configured to allow each of the one or more customers to access the 
information concerning drugs and personal information concerning each respective customer 
of the one or more customers and enable each of the one or more customers to transmit a 
prescription order to either at least one of the plurality of member pharmacies or one of the 
one or more shipping facilities or both, so that at least one prescription drug associated with 
the prescription order is shipped from the one of the one or more shipping facilities. It is 
submitted that Edelson appears to only disclose allowing access to the system by physicians 
and "other medical professionals, especially those having prescribing authority." (Col. 5 1, 11 
41-42) 

In fact, Edelson distinguishes between customers and professionals by the following: 
"[i]n a more general sense, the invention provides a service professional with significant new 
benefits, especially during a service encounter with a customer or client, in selecting, 
specifying or providing technical remedies to consumer problems." (Col. 51, 11 44-47; see 
also Col 5, 1 66 to Col. 6, 1 8 and Col. 52, 11 18-29) Nowhere in Edelson does it appear to 
disclose allowing the actual customer, as specifically distinguished from a physician by 
Edelson, to (1) access a network server, (2) access a database containing information 
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concerning drugs and personal information of the customer, and (3) access an application 
server containing information concerning drugs and personal information concerning the 
customer and enable the customer to transmit a prescription order to either a member 
pharmacy or a shipping facility, or both. 

Because no embodiment of Edelson appears to disclose the invention recited in 
amended claim 1, it is submitted that claim 1 is not anticipated by Edelson and the rejection is 
erroneous. In order for a claim to be anticipated under 35 U.S.C. § 102, the anticipating 
reference must disclose at least one embodiment that incorporates all of the claimed elements. 
See for example, C.R. Bard, Inc. v. M3 Systems, 48 U.S.P.Q.2d 1225, 1230 (Fed. Cir. 1998) 
("When the defense of lack of novelty is based on a printed publication that is asserted to 
describe the same invention, a finding of anticipation requires that the publication describe all 
of the elements of the claims, arranged as in the patented device. . ."); In re Bond, 15 
U.S.P.Q.2d 1566, 1567 (Fed. Cir. 1990) ("For a prior art reference to anticipate in terms of 35 
U.S.C. § 102, every element of the claimed invention must be identically shown in a single 
reference. . .These elements must be arranged as in the claim under review. . ."). 

Therefore, the invention recited in independent claim 1, and claims 2-8 which depend 
therefrom, are not anticipated by Edelson. In view of the foregoing, it is respectfully 
submitted that the anticipation rejections of claims 1 and 3-8 are not proper. 

Independent claim 9 is set forth below: 

9. A method enabling one or more customers to order 
prescriptions and access pharmacy data via a network 
comprising the steps of: 

accessing a network server hosting a network website 
via the network; 

registering a customer with the network website; 

displaying to the customer on the website at least one of 
a prescription order selection and a pharmacy data access 
selection; 

displaying one or more prescription order displays to 
the customer on the website when the customer selects the 
prescription order selection wherein the customer is allowed to 
select to transmit a particular prescription order to a 
communication network that connects at least one of a plurality 

2 If the Examiner believes there is an embodiment in Edelson that incorporates all of the recitations of one of the 
claims, he is respectfully invited to point it out and explain how it includes all the recitations of the claim. 
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of member pharmacies and one or more distribution facilities ; 

and 

displaying one or more pharmacy data access displays 
. to the customer when the customer selects the pharmacy data 
access selection wherein the customer is allowed to access one 
of a personal prescription history and specific drug information 
from a database. 

As indicated by the underlining, claim 9 is directed to a method of enabling one or 
more customers to order prescriptions and access pharmacy data via a network that includes 
registering a customer with a network website and displaying to the customer on the website 
at least one of a prescription order selection and a pharmacy data access selection. The 
method also includes displaying one or more prescription order displays to the customer on 
the website when the customer selects the prescription order selection wherein the customer 
is allowed to select to transmit a particular prescription order to a communication network 
that connects at least one of a plurality of member pharmacies and one or more distribution 
facilities, and displaying one or more pharmacy data access displays to the customer when 
the customer selects the pharmacy data access selection wherein the customer is allowed to 
access one of a personal prescription history and specific drug information from a database. 

In the final Office action, claim 9 was also rejected under § 102 as being unpatentable 
over Edelson. As with claim 1, the Examiner maintained his rejection under the theory that 
Edelson disclosed each and every element of claim 9, but did not identify specifically where 
Edelson discloses allowing the customer to transmit a particular prescription order to a 
communication network that connects at least one of a plurality of member pharmacies and 
one or more distribution facilities. Applicants respectfully submit that no such disclosure 
exists anywhere in Edelson. 

Furthermore, the Examiner argues on page 4 of the final Office action that Edelson 
discloses at Col. 47, lines 1-7 a method of accessing a network server capable of hosting a 
network website via the network. However, this section identified by the Examiner only 
discloses a host facility that "can reach out . . . across the INTERNET to multiple remote 
databases. . ." Applicants respectfully submit that accessing an unrelated, remote database 
across the Internet is substantially different from accessing a network server hosting a 
network website, where that particular website is used to register a customer, display a 
prescription order selection, and display a pharmacy data access selection. None of which are 
disclosed in Edelson. 
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In view of the foregoing, it is respectfully submitted that a proper prima facie case of 
anticipation has not been made in connection with claim 9 for at least the reasons noted 
above. Accordingly, it is submitted that claim 9, and claims 10-16 which depend therefrom, 
are in condition for allowance. 

(9) CONCLUSION 

In view of the foregoing remarks, it is respectfully submitted that each of the 
rejections of claims 1-16 are based on legal and factual errors, and that all of the pending 
claims should be allowed. 



Dated: July 21, 2004 




Registration No.: 45,887 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 



Attorney for Applicant 
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APPENDIX 

Claims on Appeal 

Claim 1 (Previously Presented): A system for accessing pharmacy data and ordering 
prescriptions via a network comprising: 

a network server connected to the network that is accessible by one or more customers 
via the network; 

an application server connected to the network server; 

a database connected to the application server, the database containing information 
concerning drugs and personal information concerning one or more of the customers; and 

an intranet server that is connected to at least a plurality of member pharmacies and 
one or more shipping facilities, the intranet server being connected to the application server; 

wherein the application server is configured to allow each of the one or more 
customers to access the information concerning drugs and personal information concerning 
each respective customer of the one or more customers and enable each of the one or more 
customers to transmit a prescription order to either at least one of the plurality of member 
pharmacies or one of the one or more shipping facilities or both, so that at least one 
prescription drug associated with the prescription order is shipped from the one of the one or 
more shipping facilities. 

Claim 2 (Previously Presented): The system as defined in claim 1, wherein the network 
server displays one or more interactive webpages to the one or more customers that is 
viewable by the one or more customers with a respective network browser. 

Claim 3 (Previously Presented): The system as defined in claim 1, wherein the personal 
information concerning the one or more customers includes a prescription history of each 
respective one of the one or more customers. 

Claim 4 (Previously Presented): The system as defined in claim 3, wherein the network 
server is configured to format display of the prescription history of each respective one of the 
one or more customers according to a plurality of selectable display formats that are selected 
by the respective one of the one or more customers. 
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Claim 5 (Previously Presented): The system as defined in claim 4, wherein the network 
server is configured to allow each respective one of the one or more customers to print each 
particular selectable display format of the prescription history that is selected by the 
respective one or the one or more customers. 

Claim 6 (Original): The system as defined in claim 1, wherein the network is the Internet. 

Claim 7 (Previously Presented): The system as defined in claim 1, wherein access to 
personal information concerning each respective customer of the one or more customers 
includes at least one of access and viewing of the personal information, editing of the 
personal information and adding additional information to the personal information 
previously stored. 

Claim 8 (Original): The system as defined in claim 1, wherein the prescription order includes 
at least one of ordering a new prescription, refilling an existing prescription and transferring a 
previous prescription from another entity previously filling the previous prescription. 
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Claim 9 (Previously Presented): A method enabling one or more customers to order 
prescriptions and access pharmacy data via a network comprising the steps of: 

accessing a network server hosting a network website via the network; 

registering a customer with the network website; 

displaying to the customer on the website at least one of a prescription order selection 
and a pharmacy data access selection; 

displaying one or more prescription order displays to the customer on the website 
when the customer selects the prescription order selection wherein the customer is allowed to 
select to transmit a particular prescription order to a communication network that connects at 
least one of a plurality of member pharmacies and one or more distribution facilities; and 

displaying one or more pharmacy data access displays to the customer when the 
customer selects the pharmacy data access selection wherein the customer is allowed to 
access one of a personal prescription history and specific drug information from a database. 

Claim 10 (Previously Presented): The method as defined in claim 9, wherein the step of 
registering the customer further comprises the steps of: 

prompting the customer to enter a useraame, a password and personal profile 
information; 

transmitting an entered usemame, password and personal profile information to a 
network server; 

storing the username, password and personal profile information in the network 
server; and 

enabling the customer to access at least portions of the website by subsequent entry of 
the entered username and password. 

Claim 1 1 (Original): The method as defined in claim 9, wherein the personal prescription 
history includes one or more of current prescriptions, past prescriptions, name of prescribing 
doctor, dosage, strength, drug names, linkages to drug information, pricing of drugs and drug 
interaction functions. 
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Claim 12 (Original): The method as defined in claim 9, wherein the particular prescription 
order includes one of a new prescription order, a refill of an existing prescription and 
transferring a previous prescription from another entity previously filling the previous 
prescription. 

Claim 13 (Previously Presented): The method as defined in claim 9, wherein the method 
further comprises the steps of: 

assigning the customer a personal identification number subsequent to the step of 
registering the user; 

communicating the personal identification number to the customer via a secured 
communication; and 

prompting the customer to enter the personal identification number to allow the 
customer to access secured portions of the website. 

Claim 14 (Previously Presented): The method as defined in claim 9, wherein the step of 
registering the customer further comprises: 

manually entering at least one of customer contact information, a username, a 
password and a customer personal profile concerning the customer into a connection to an 
intranet server located in one of any one of a plurality of member pharmacies and one or 
more centralized company locations; 

associating the customer to a network server and information concerning the customer 
currently stored in the database from the intranet server; and 

communicating at least a username and password, which enable the customer to 
access the network website, to the user via a secured communication using the customer 
contact information. 

Claim 15 (Previously Presented): The method as defined in claim 9, further comprising the 
steps of: 

enabling the customer to select one or more display formats for the personal 
prescription history; and 

enabling a customer to print a specific format selected by the customer from the one 
or more display formats. 
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Claim 16 (Previously Presented): The method as defined in claim 9, wherein the particular 
prescription order includes a selectable designation by the customer to communicate that the 
prescription will one of: 

a) be manually picked up at a selected pharmacy store location; and 

b) be shipped to a designated postal address. 



14 



